
United S'dvtes FXtent and TttAPEMARK Office 



UNITED STATES DElPABTilKNT OF COMMERCE 

United States Patent and Trademark OCGoe 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 

Washington, D.C 20231 

www.uvpto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONRRMATION NO. 



09/837,094 



04/18/2001 



James M. Sheppard JR. 



3129 



8428 



7590 



10/04/2002 



DOUGHERTY & CLEMENTS LLP 
Suite 400 

6230 Fairview Road 
Charlotte, NC 28210 



EXAMINER 



BEFUMO, JENNA LEIGH 



ART UNIT 



PAPER NUMBER 



1771 

DATE MAILED: 10/04/2002 



3 



Please find below and/or attached an Office commimication concerning this application or proceeding. 



PTO-90C (Rev, 07-01) 



Oi^ce Action Summary 



Application No. 



Period for Reply 



■ l^^ Maiung date ot this communication 



09/837,094 
Examiner 



Applicant(s) 



SHEPPARD. JAMES M. 



Jenna-Leigh Befumo 



Art Unit 



1771 



appears on the cover sheet with the correspondence address - 



status adjustment. See 37 CFR l .704(bT ^ " «""'"""'<=afi°". even if timely tiled, may reduM any^' 

1 )□ Responsive to communication(s) filed on 

2a)n This action is FINAL 9h^ra ti,!^ • 

-^D)!^ This actionis non-final 

4) 13 Claim(s) i20 is/are pending in the application. 
4a) Of the above claim(s) 16:20 is/are withdrawn from consideration. 

5) U Claim(s) is/are allowed. 

6) |g| Claim(s)M5 is/are rejected. 

7) 0 Claim{s) is/are objected to. 

9)0 The specification is objected to by the Examiner 
1 0)^ The drawing(s) fiied on 18AM2001 is/are: aO accepted or ^ obiected to by the Examiner 
Applicant .ay not request that any Objection to thedrawlng(s)beh^ 

; ^PP--^- drawings are required in reply to this Office action 

12) U The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(a)-(d) or (f) 

B)D All b)n Some * OD None of: ^ ^ 

1 •□ Certified copies of the priority documents have been received 
2.D Certified copies of the priority documents have been received in Application No 

^ seel I' ~ 
14)KI Acknowledgment is made of a claim for domestic priority under 35 U S C 5 1 19^.^ 

1 ) ^ Notice of References Cited (PTO-892) r-, 

2) U Notice of Draftsperson's Patent Drav^ng Re^.•ew (PTO-948) 11 N I"*^"^'^^ ^"^'^^^ (PT0^13) Paper No(s). ___ 

3) Information Disclosure Statement(s) (PTO-1449) Paper No s) 2 g □ Application (PTO-152) 



U.S. Patent and Trademartt Office 
PTO-326 (Rev. 04-01) 



Part of Paper No. 3 




Application/Control Number: 09/837,094 Page 2 

Art Unit: 1771 

DETAILED ACTION 
Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

L Claims 1-15, drawn to a woven textile with a graphic impression, classified in 

class 428, subclass 542.6. 
IL Claims 16-20, drawn to a method of printing, classified in class 427, subclass 

256^. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions 11 and I are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
woven textile can be made on other weaving looms such as a cam or jacquard loom, instead of a 
dobby loom. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Gregory Clements on September 20, 2002 a 
provisional election was made with traverse to prosecute the invention of group I, claims 1-15. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
16-20 withdrawn from fiirther consideration by the examiner, 37 CFR 1.142(b), as being drawn 
to a non-elected invention. 
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Dramngs 

5. The drawings are objeeCed to as failing ,„ comply with 37 CFR I.84(p)(5) because they 
do no, include the following reference signs mentioned in «,e descripHon: 18 mentioned on page 
9 of the specification. A proposed drawing correction or conccted drawings are required in reply 
to the Office action to avoid abandomnent of the application. The objection ,o the drawings will 
not be held in abeyance. 

Claim Rejections - 35 USC §112 

6. Claims 6. 8, 10, 1 1, 14, and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for faiUng to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Clato, 6 recites the limitation "the class" in line 1. There is insufficient antecedent basis 
for this limitation in the claim. Claims 8, 10, 14, and 15 are similarly rejected. 

8. Claim 10 recites the limitation "said area" in line 1 . There is insufficient antecedent basis 

for this limitation in the claim. 

9. Claim 11 recites the limitation "said impression" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 

Double Patenting 

^Ldedt~^^^^^^^^^ - y created doctrine 

improper timewise extenShe" f ^TT ""^"^^'^'^ 

harassment by multiple assignees See Z r ^ ^ff ? . 5^ ^ ^^^^^^ P'"^^^"^ possible 
rir 1 QQi\ T ^ assignees, bee In re Goodman, 1 1 F.3d 1046 29 USP09H 9ni n (v^a 
Cir. 1993); /«reZo«^/, 759 F.2d 887, 225 USPO 645 TFed C\r t iT^^^^ 

F.2d 937, 214 USPO 761 (CCVk 1QS9V i t/ , A. ?." ^" '"^ Ornum, 686 

iq7nv.^H T ^ ^" ^^Sel, 422 F.2d 438, 164 USPO 619 (CCV^ 

1970),and. /n re Thormgton, 418 F.2d 528, 163 USPQ 644 (CCPA 1969) 

A timely filed terminal disclaimer in compliance with 37 CFR 1 i i (c\ k 
ove^me » actital or provision^ rejection based'on a nons^^uble'*:^'^^^^^^ 
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provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). "vvucu wun ims 

Effective January 1, 1994, a registered attorney or agent of record may sign a tenninal 

cf™) " """^^ ' 

1 1 . Claims 1 - 1 5 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-15 of copending 
Application No. 09/747,529. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because while the jacquard woven textile recited in claim 1 of 
09/747,529 can be a more intiicate design due to the jacquard loom, both tfie dobby loom and 

jacquard loom can also produce simple woven fabrics. Thus, the claims of 09/747,529 would 

encompass the printed fabric recited in the claims of this application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 

claims have not in fact been patented. 

12. Claims 1 - 15 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-15 of copending 
Application No. 09/837,093. Although the conflicting claims are not identical, tiiey are not 
patentably distinct from each other because while the dobby woven textile recited in claim 1 of 
this appHcation can be a more intricate design due to the dobby loom, the woven textile can also 
be a simple woven fabrics that can be made by a cam loom, recited in 09/837,093. Thus, the 
claims of this application would encompass the printed fabric recited in the claims of 
09/837,093. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 
13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that fonn the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- 

subsect,on based on the ming Of an ,nten,atio„al applKation fiS^e^h^^^^^^^^^^ 

14. Claims 1 - 4, 7, 9, and 13 - 15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hobson (4,259,994). 

Hobson discloses a method for producing patterned fabrics comprising printing a design 
onto pile warp yams, winding the waip yam onto a waip beam and weaving a terry fabric 
(abstract). A woven fabric will inherently have a hem end and a selvage end since woven fabrics 
are produced with definite widths and lengths based on the final product. Hobson discloses that 
the fabric is produced on a tappet or dobby loom (column 2, lines 19 - 20). Hobson discloses 
that the fabric can be a teny cloth towel (column 1, line 6), and the pile loops can be cut or 
cropped to fomi sheared pile (column 2, lines 33 - 38). The pattem may be applied to the face 
side while the reverse side of the fabric is ecru or bleached (column 2, lines 47 - 50). Also, the 
fabric may have one design on the face (floral) and another design on the reverse side (i.e., 
striped, colored, or plain) (column 2, lines 62 - 64). Further, Hobson discloses creating a design 
with a floral border on the edges and central area between the border areas which can be blue or 
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g<.MMu™,3.1i„esS- ,Oa„d33-35, Finally. „„b«,„ .eaohe. >he faWc can include 

a<.d.„„a,desisn3ad.„,ad„b.ypa„e™sucha.a„c.^.e„.cu,p.„™,effec.,„*e 

woven fabric (column 3 lineQ4S tu , • 

V uiimj, lines 4« - 50). Thus, claims 1 , 2 3 4 7 9 M..r,^ic 

1, ^, ^, 14 and 15 are anticipated 

Since ftepa.e„,abili.y of a p^uc, do. „o, depend on i,s n,eaod of p™d„cUo„ tte 
n=e*od .™,aUo„s ,eci.ed in clain, ,3 are no. given pa.en,ab,e wei^, a, .his .in.e. 

Hobson anHcipa.es Cain,. ,3..nce„o.so„di«,„se.aw„venfaMcwi«,agraphici.age 
printed on the fabric. 

15. Claims 1, 2, 14, and 15 are rejected under 35 U S C k • 

uiiuer u.b.L. 102(e) as being anticipated by 

Carpenter et al. (5,983,952). 

ob.ain a primed desi^ in combination with a woven design (co,™ ,i„es 36 - 42) The 
weaving device can be a cam, dobby, or jac^uan, weaving device (coiumn 3, hnes , - 3). 

Ca.pen.ere.a,.disciosespri„.ingapa„e™on.„.ewa,ya™3aswe„a.„3ing.fferen.co,ored 
yams or differen. weave paUen. .o pr^uee graphic images in d,e fabric (coiumn , hnes 24 - 

3S). a., .caches .ha..heg™u„dweaveca„haveadifferemco,„r«,an.heimages or 

motifs, on «.efabric(c„,„nm5,,ines«-„,Theprin.. design can be apphed.inga,o.a, 
screen prinier, hea. .ansfer device, of Je. primer (coimnn 6. ,mes 23 - 25). The fabric wonM 

.nheremlyhaveahem and selvage end. 'n.ns.cWnrs , and 2 a« anticipaicd. 

C.am,s 14 and ,5 are rejeced witi, claim .. since .he inCended nse of tire woven ..brie 
.^ls.„addany««herphysica,sti.c.m^,i„i«,„^,„^,„_,^^^^^^^,^_^^_^__^_ 
given any patentable weight at this time. 

Claim Rejections - 35 USC § 103 
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16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action- 

17. Claims 5, 6, 8, and 10 - 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Hobson. 

The features of Hobson have been set forth above. Hobson fails to teach using the design 
pattern or figures recited by the Applicant. However, while the graphic impression is given 
patentable weight since it materially affects the structure of the final product, the specific design 
of the impression does not. 

Further, it would have been obvious for one having ordinary skill in the art to modify the 
design pattern to include different shapes, colors, or images, so that the product would be more 
visually and aesthetically pleasing to a broader consumer audience or to replicate more 
expensive fabrics or designs. Thus, claims 5, 6, 8, and 10 - 12 are rejected. 

18. Claims 3 - 8 and 10 - 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carpenter et al. 

The features of Carpenter et al. have been set forth above. Caipenter et al. fails to teach 
the patterns for the printed fabric. As set forth above, since the design pattern only affects the 
aesthetic appearance of the fabric and not the structural characteristics of the overall product, the 
specific design elements are not given patentable weight. In other words, the pattern of the 
graphic image does not patentably distinguish one printed fabric from another printed fabric. 



AppUcation/Control Number: 09/837,094 P^g® ^ 

Art Unit: 1771 

Further, Carpenter et al. fails to limit the design to a specific shape or pattern. Thus, it 
would have been obvious for one having ordinary skill in the art to modify the design pattern by 
using various shapes and design patterns as the graphic unpression on the fabric, to make the end 
product more visually and aesthetically appealing to consumers to reach a broader consumer 
market or to replicate more expensive fabrics or designs. Thus, claims 3 - 8 and 10 - 13 are 
rejected. 

Conclusion 

Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Jenna-Leigh Befumo whose telephone number is (703) 605-1 170. 
The examiner can normally be reached on Monday - Friday (9:00 - 5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (703) 308-2414. The fax phone numbers for the 
organization where this apphcation or proceeding is assigned are (703) 872-9310 for regular 
communications and (703) 872-9311 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



Jenna-Leigh Befumo 
September 27, 2002 
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